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DETAILED ACTION 

This Office Action is in response to Response dated 08/1 1/2004. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 9, 15, 19, and 25 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Miller et al. (hereinafter Miller, U.S. Patent No. 5,446,653) in view of 

Kupiec (U.S. Patent No. 6,533,822). 

In regard to independent Claim 9 (and similarly independent Claim 19), Miller 
teaches that an insurance policy record generated by the main processor, containing a 
list of the insurance policy clauses and modifiers to be printed, is transmitted to the print 
system, e.g., via modem or on magnetic media. The print system is coupled to a printer 
database 25, which contains the text of all of the insurance policy clauses and 
endorsement clauses. The clauses identified in the insurance policy record are retrieved 
from the printer database, formatted, and printed by the print system 15 to provide the 
final, complete policy (Col. 6, lines 7-17; compare to Claim 9 (and similarly Claim 19), 
"... (a) a computer communicating with an electronic database"). Miller also 
teaches a main processor 13, such as a mainframe computer, interfaces with a user 
through a terminal 11 (Col. 51-53; compare with Claim 9 (and similarly to Claim 19), "... 
(b) an input device operatively connected to said computer for entering contract 
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information into said database"). Miller does not specifically teach a plurality of 
electronic indexing tags at predetermined locations within the stored contract 
information and cooperating with a computer program to identify selected portions of the 
contract information. However, Kupiec teaches a summary sheet (72) that includes 
extracted portions (82), which reflect the content of portions of the summarized 
document (70) and a list of keywords (88). Indicators (84) have been placed adjacent to 
the corresponding extracted portions (82). These indicators (84) have corresponding 
tabs (86) positioned on the margin of the summary sheet (72). The tabs (86) indicate 
the vertical position of the extracted portion in the summarized document (70) that 
corresponds to the indicators (84) (Col. 6, lines 62-67; Col. 7, lines 1-7). Kupiec also 
teaches that the indicators of this invention include valuable navigation information as a 
result of the fact that the indicators include position information. Therefore, the 
indicators include navigation information, which is helpful to a user to navigate a 
document to locate the position in a document from which a particular portion of 
summary originated (Col. 7, lines 15-21). It would have been obvious to one of ordinary 
skill in the art at the time of invention to combine the teachings of Miller and Kupiec as 
both deal with documents composed of many parts. Adding Kupiec provides the benefit 
of identifying and extracting one or more key phrases from a document that characterize 
the document. To continue, Miller also fails to teach a section summary prepared for 
each of the indexed contract sections, said summary being recorded in a field 
electronically linked to at least one of said indexing tags, whereby a user viewing said 
section summary can drill down into the stored contract information to retrieve the 
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contract section corresponding to said at least one electronically linked indexing tag. 
However, Kupiec teaches an invention that generates a summary page that includes 
indicators that help the user find the corresponding place in the summarized document 
from which the summary information was extracted or to which the summary information 
is most related. This invention enables the user to navigate from the summary to the 
related locations in the document. This invention also highlights the portions of the 
document that have been extracted for the summary (Col. 1 , lines 28-35). The tabs as 
taught by Kupiec allow the user to drill down (go from general to specific information) in 
going from the summary to the original section of a document from which the summary 
was generated. It would have been obvious to one of ordinary skill in the art at the time 
of invention to combine the teachings of Miller and Kupiec as both deal with documents 
composed of many parts. Adding Kupiec provides the benefit of extracting summaries 
with references to their original documents. Continuing, Miller teaches that an insurance 
policy record generated by the main processor, containing a list of the insurance policy 
clauses and modifiers to be printed (one would conclude that a section summary and 
contract section could be included for display), is transmitted to the print system (a 
display device) (Col. 6, lines 7-11). 

In regard to dependent Claim 15 (and similarly to dependent Claim 25), Miller 
fails to teach said section summary comprises a copied portion of the tagged section of 
contract information. However, Kupiec teaches the generation of a summary page that 
includes indicators that help the user find the corresponding place in the summarized 
document from which the summary information was extracted or to which the summary 
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information is most related. This enables the user to navigate from the summary to the 
related locations in the document. It also highlights the portions of the document that 
have been extracted for the summary (Col. 1, lines 28-35). It would have been obvious 
to one or ordinary skill in the art at the time of invention to have combined the teachings 
of Miller and Kupiec providing the benefit of having been able to summarize documents. 

Claims 10-14, and 20-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Miller in view of Kupiec and in further view of Shirley et al. 
(hereinafter Shirley, U.S. Patent No. 5,692,206). 

In regard to dependent Claim 10 (and similarly to dependent Claim 20), Miller 
fails to teach said database comprises a plurality of contract abstracting fields adapted 
for being populated by the user based on data contained in the contract information. 
However, Shirley teaches a contract generation system provides various standard 
contracts that can be customized with alternative, supplemental, and additional 
provisions that can be utilized with the standard contract document (Col. 2, lines 11-14). 
It would have been obvious to one or ordinary skill in the art at the time of invention to 
have combined the teachings of Miller , Kupiec , and Shirley providing the benefit of 
having automated the generation of a legal document. 

In regard to dependent Claim 1 1 (and similarly to dependent Claim 21 ), Miller 
fails to teach that the contract information comprises a commercial real estate lease, as 
claimed. However, Miller does teach contract information that comprises an insurance 
policy. It would have been obvious to one of ordinary skill in the art at the time of 
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invention would have been motivated to assume that a real estate lease and an 
insurance policy were both documents that consisted of a plurality of clauses and rules 
that helped to create a customized document providing the benefit of enabling the 
generation of contracts. 

In regard to dependent Claim 12 (and similarly to dependent Claim 22), Miller 
fails to teach said database comprises a plurality of separate electronic records 
containing a corresponding plurality of commercial real estate leases stored in said 
database. However, Shirley teaches a new contract folder which stores a contract 
document during authoring. In one embodiment, the contract authoring also has a 
plurality of standard contract documents stored on a computer storage media of the 
computer. The standard contract documents comprise at least one standard contract 
having a plurality of standard provisions (Col. 2, lines 37-44). It would have been 
obvious to one or ordinary skill in the art at the time of invention to have combined the 
teachings of Miller , Kupiec . and Shirley providing the benefit of having provided storage 
space for legal documents. 

In regard to dependent Claim 13 (and similarly to dependent Claim 23), Miller 
fails to teach the data recorded in said lease abstracting fields is selected from a data 
group consisting of tenant identification, landlord identification, lease term dates, leased 
space information, landlord costs, minimum rent, recurring charges, percentage rent, 
non-financial, contacts, lease issues, renewal options, security deposits, late fees, and 
estoppels. However, Shirley teaches that the user enters relevant contract data. The 
data entered during this step may include, for example, the names and addresses of the 
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parties to the contract, the term of the contract, and relevant financial information (Col. 
7, lines 22-25). It would have been obvious to one of ordinary skill in the art at the time 
of invention to combine the teachings of Miller Kupiec , and Shirley providing the benefit 
of customizable standard documents. 

In regard to dependent Claim 14 (and similarly to dependent Claim 24), Miller 
fails to teach generating a customized report of data contained in selected ones of the 
contract abstracting fields. However, Shirley teaches that the user creates one or more 
redline documents 218. A redline document 218 indicates differences between two 
specified documents. Thus, when a redline document 218 is generated for two revisions 
of a single document, the redline document indicates changes (both additions and 
deletions) that have been made between the different versions of the document. A 
redline document 218 can be used for two primary purposes. First, a redline document 
218 can be generated for two different versions of a single document to indicate the 
changes that the user is proposing. Second, a redline document 218 can be created 
between a standard contract document 108 and the most recent revision of a document 
in the new contract folder 200 to quickly determine the particular changes that have 
been made to customize the present contract (Col. 7, lines 61-67; Col. 8, lines 1-9). It 
would have been obvious to one of ordinary skill in the art at the time of invention to 
have combined the teachings of Miller . Kupiec , and Shirley providing the benefit of 
having determined what changes had been made to a document. 
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Claims 16, and 26 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Miller in view of Kupiec and in further view of Jacobs. 

In regard to dependent Claim 16 (and similarly to dependent Claim 26), Miller 
fails to teach that said electronic database is accessible by multiple users at the same 
time via a global communications network. However, Jacobs teaches A multi-user 
system for creating and maintaining a knowledge base is implemented on a variety of 
computer systems, including single-user personal computers, networked personal 
computers, and data communications networks, including the Internet (see Abstract). It 
would have been obvious to one of ordinary skill in the art at the time of invention to 
combine the teachings of Miller , Kupiec . and Jacobs providing the benefit of having 
maintained a database for multiple users on a global basis. 

Response to Arguments 

Applicant's arguments with respect to claims 9-16, and 19-26 have been 
considered but are moot in view of the new ground(s) of rejection. 
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Conclusion 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James H Blackwell whose telephone number is 571- 
272-4089. The examiner can normally be reached on Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph H Feild can be reached on 571-272-4090. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-21 7-91 97 (toll-free). 



James H. Blackwell 
01/07/05 
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